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DETAILED ACTION 

Pending Claims 

Claims 1, 2, 4-6, 9-28, 38-48, 56, 63-98, 100-104, 1 12, 1 13, 1 15-120, and 123-150 are pending. 
Of these, claims 2, 9-13, 15, 21-23, 42-44, 64, 73, 82, 88, 93, 94, 97, 98, 112, 118, and 128-130 
are withdrawn from consideration. 

Response to Amendment 

1. The rejection of claims 1, 4, 6, 14, 16-20, 24-28, 38-41, 46-48, 56, 63, 65-72, 74-81, 83- 
87, 89-92, 95,96, 100-104, 113, 115-117, 120, 123-127, and 131-150 under 35 U.S.C. 112, first 
paragraph, has been overcome by amendment 

2. The indicated allowability of claims 5 and 45 is withdrawn. 

The following rejections are applicable to the elected species : 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. Claims 1, 14, 16, 18-20, 24-26, 28, 63, 67, 70, 71, 96, 102, 115, 116, 120, 125, 134, 139, 
141, and 145 are rejected under 35 U.S.C. 102(b) as being anticipated by Boyd et al. (US Pat. 
No. 5,871,839). 

Boyd et al. disclose: the instantly claimed coating composition of claims 1, 14, 16, 18-20, 
24-26, 28, 115, 116, 120, 125, and 134; the instantly claimed coating system of claims 63, 67, 
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70, 71, 141, and 145; the instantly claimed coating method of claims 96 and 102; and the 
instantly claimed preparation method of claim 139. The details regarding the carbon pigments 
are set forth in column 5, lines 54-67. The details regarding the extenders are set forth in column 
6, line 36 through column 7, line 14. The details regarding the binders are set forth in column 6, 
lines 13-35. The details regarding the substrate are set forth in column 5, lines 39-53. 



Claim Rejections - 35 USC § 102/103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 68, 69, 100, 126, 127, and 147 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Boyd et al. (US Pat. No. 
5,871,839). 

Regarding claims 68, 69, 100, and 147 , these claims feature product-by-process 
limitations. Claim 100 is a method claim featuring a pre -treated substrate, wherein the 
pretreatment (product-by-process) is open to (non-chemical) procedures such as washing. In 
light of this, it has been found that, "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 111 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
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Therefore, regardless of the non-chemical pre-treatment, method of curing, and method 
of coating, it appears that the method and coated substrate of Boyd et al. would have inherently 
or obviously satisfied the instantly claimed method and coated substrate. 

Regarding claims 126 and 127 , the prior art discusses the instantly claimed ASTM test; 
however, they do not explicitly set forth the instantly claimed results. Regardless, it appears that 
these limitations would have been inherently satisfied because all of the instantly claimed 
chemical/material limitations are satisfied by the prior art - see MPEP 2112.01. 

Claim Rejections - 35 USC §103 

7. Claims 17, 27, 1 13, 1 17, and 131-133 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boyd et al. (US Pat. No. 5,871,839). 

Regarding claims 17, 27, 113, 131, and J 32 , Boyd ct al. docs not explicitly set forth these 
instantly claimed ranges. However, one of ordinary skill in the art would have recognized that 
these quantities are result-effective variables used to tailor a variety of properties, including 
conductivity, mechanical strength, and corrosion resistance. In light of this, it has been found 
that the optimization of a result-effective variable is prima facie obvious in the absence of 
unexpected results - see MPEP 2144.05. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the amount of carbon and extender in Boyd et al. because the skilled 
artisan would have recognized that these quantities are result-effective variables used to tailor a 
variety of properties, including conductivity, mechanical strength, and corrosion resistance. 
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Regarding claims 117 and 133 , Boyd et al. do not explicitly disclose these instantly 
claimed extender materials. However, they disclose, "In addition to the species of inorganic 
inhibitors listed above, one skilled in the art can readily identify without undue experimentation 
other suitable inorganic inhibitor species by any of the aforementioned tests," (see column 7, 
lines 62-65). Based on the similarities between the instantly claimed materials and the listed 
species, it appears that these instantly claimed materials would have fallen within this group of 
obvious inorganic inhibitors. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the instantly claimed extenders in Boyd ct al. because Boyd et al. is open to 
additional inorganic materials that are chemically analogous to their listed inhibitors (extenders). 

The following rejections are applicable to the broader scope of the claims (non-elected 
species) : 

Claim Rejections - 35 USC §102 

8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

9. Claims 1, 14, 16, 18, 28, 63, 65-67, 70-72, 74-80, 92, 96, 101-104, 120, 125, 139, 141, 
and 142 are rejected under 35 U.S.C. 102(b) as being anticipated by Krueger (US Pat. No. 
4,522,879). 

Krueger discloses: the instantly claimed coating composition of claims 1, 14, 16, 18, 28, 
120, and 125; the instantly claimed coating system of claims 63, 65-67, 70-72, 74-80, 141, and 
142; the instantly claimed coating method of claims 96 and 101-104; and the instantly claimed 
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preparation method of claims 92 andl39. The details regarding the carbon pigments are set forth 
in column 3, lines 53-57. The details regarding the extenders are set forth in column 3, line 58 
through column 4, line 7. The details regarding the binders are set forth in column 2, line 30 
through column 3, line 21. The details regarding the substrate and multi-layered coated article 
are set forth in column 6, lines 9-33. The details regarding the ball milling are set forth in 
column 5, lines 30-49. 



Claim Rejections - 35 USC § 102/103 

10. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

11. Claims 68, 69, 100, 126, 127, 147, and 148 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Krueger (US Pat. 
No. 4,522,879). 

Resar dins claims 68, 69, 100, 147, and 148 , these claims feature product-by-process 
limitations. Claim 100 is a method claim featuring a pre -treated substrate, wherein the 
pretreatment (product-by-process) is open to (non-chemical) procedures such as washing. In 
light of this, it has been found that, "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 111 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
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Therefore, regardless of the non-chemical pre-treatment, method of curing, and method 
of coating, it appears that the method and coated substrate of Boyd et al. would have inherently 
or obviously satisfied the instantly claimed method and coated substrate. 

Regarding claims 126 and 127, the prior art discusses the instantly claimed ASTM test; 
however, they do not explicitly set forth the instantly claimed results. Regardless, it appears that 
these limitations would have been inherently satisfied because all of the instantly claimed 
chemical/material limitations are satisfied by the prior art - see MPEP 2112.01. 

Claim Rejections - 35 USC §103 

12. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

13. Claims 1, 5, 6, 19, 20, 38, 40, 45-48, 56, 63, 65, 72, 76-79, 81, 84-87, 90, 91, 96, 100- 
102, 113, 120, 123-127, 131, 132, 135-144, and 147-150 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hagiwara et al. (US 2002/0193485). 

Hagiwara et al. obviously disclose: the instantly claimed coating composition of claims 1, 
5, 6, 19, 20, 38, 40, 45, 47, 48, 56, 120, and 135-138; the instantly claimed coating system of 
claims 63, 65, 72, 76-79, 81, 84-87, 90, 91, 123, 141-144, 147, and 148; the instantly claimed 
coating method of claims 96 and 100-102; and the instantly claimed preparation method of 
claims 139 and 140. The details regarding the carbon pigments are set forth in paragraph 0024. 
The details regarding the extenders are set forth in paragraph 0024. The details regarding the 
rare earth materials are set forth in paragraph 0024. The details regarding the binders are set 
forth in paragraph 0025. The details regarding the substrate and multi-layered coated article are 
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set forth in paragraphs 0065-0070. The contemplated mixtures of two or more of these pigments 
obviously satisfy the claimed invention. 

Regarding claims 149 and 150 , these claims feature product-by-process limitations, 
wherein both layers are electro-coated. In light of this, it has been found that, "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Therefore, regardless of the method of coating, it appears that the coated substrate of 
Hagiwara et al. would have inherently or obviously satisfied the instantly claimed coated 
substrate. 

Regarding claims 126 and 127 , the prior art discusses the instantly claimed ASTM test; 
however, they do not explicitly set forth the instantly claimed results. Regardless, it appears that 
these limitations would have been inherently satisfied because all of the instantly claimed 
chemical/material limitations are satisfied by the prior art - see MPEP 2112.01. 

Resardins claims 46, 113, 124, 125, 131, and 132 , Hagiwara et al. do not explicitly set 
forth these instantly claimed ranges. However, one of ordinary skill in the art would have 
recognized that these quantities are result-effective variables used to tailor a variety of properties, 
including conductivity, mechanical strength, and corrosion resistance. In light of this, it has been 
found that the optimization of a result-effective variable is prima facie obvious in the absence of 
unexpected results - see MPEP 2144.05. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the amount of carbon, extender, and rare earth compound in Hagiwara et 
al. because the skilled artisan would have recognized that these quantities are result-effective 
variables used to tailor a variety of properties, including conductivity, mechanical strength, and 
corrosion resistance. 

14. Claims 1,4, 16-18,24,25,63,65,67-72,76-80,96, 100-102, 113, 115-117, 120, 125- 
127, 131, 132, 139, 141, and 145-147 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Furuya et al. (US 2002/0082338). 

Furuya et al. obviously disclose: the instantly claimed coating composition of claims 1, 4, 
16, 18, 24, 25, 1 15, 1 16, 120, 125, and 141; the instantly claimed coating system of claims 63, 
65, 67, 70-72, 76-80, 145, and 146; the instantly claimed coating method of claims 96, and 100- 
102; and the instantly claimed preparation method of claims 139. The details regarding the 
carbon pigments are set forth in paragraph 0118. The details regarding the extenders are set 
forth in paragraph 0118. The details regarding the amino acids are set forth in paragraph 0103. 
The details regarding the binders are set forth in paragraphs 0047-0101 . The details regarding 
the substrate and multi-layered coated article are set forth in paragraph 0017. The contemplated 
mixtures of two or more of these pigments obviously satisfy the claimed invention. 

Resardins claims 68, 69, and 147 , these claims feature product-by-process limitations. 
In light of this, it has been found that, "[E]ven though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
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product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 111 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Therefore, regardless of the method of coating or curing, it appears that the coated 
substrate of Furuya et al. would have inherently or obviously satisfied the instantly claimed 
coated substrate. 

Regarding claims 126 and 127 , the prior art discusses the instantly claimed ASTM test; 
however, they do not explicitly set forth the instantly claimed results. Regardless, it appears that 
these limitations would have been inherently satisfied because all of the instantly claimed 
chemical/material limitations are satisfied by the prior art - see MPEP 2112.01. 

Regarding claims 17, 113, 117, 131. and 132 , Furuya et al. do not explicitly set forth 
these instantly claimed ranges. However, one of ordinary skill in the art would have recognized 
that these quantities are result-effective variables used to tailor a variety of properties, including 
conductivity, mechanical strength, and corrosion resistance. In light of this, it has been found 
that the optimization of a result-effective variable is prima facie obvious in the absence of 
unexpected results - see MPEP 2144.05. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the amount of carbon and extender in Furuya et al. because the skilled 
artisan would have recognized that these quantities are result-effective variables used to tailor a 
variety of properties, including conductivity, mechanical strength, and corrosion resistance. 
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15. Claims 17, 27, 113, 131, and 132 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Krueger (US Pat. No. 4,522,879). 

Regarding claims 17, 27, 113, 131, and 132 , Krueger does not explicitly set forth these 
instantly claimed ranges. However, one of ordinary skill in the art would have recognized that 
these quantities are result-effective variables used to tailor a variety of properties, including 
conductivity, mechanical strength, and corrosion resistance. In light of this, it has been found 
that the optimization of a result-effective variable is prima facie obvious in the absence of 
unexpected results - see MPEP 2144.05. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the amount of carbon and extender in Krueger et al. because the skilled 
artisan would have recognized that these quantities are result-effective variables used to tailor a 
variety of properties, including conductivity, mechanical strength, and corrosion resistance. 

Allowable Subject Matter 

16. Claims 26, 39, 41, 83, 89, 95, 1 19, 133, 134, 145, and 146 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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Response to Arguments 

17. Applicant's arguments filed December 2 1 , 2007 have been fully considered but they are 
not persuasive. Applicant argues that the carbon materials of Boyd et al. do not constitute 
pigments because they are conductive fibers. The Examiner respectfully disagrees, because 
regardless of size or shape, these carbon materials still have a pigmenting (blackening) effect on 
most host materials in which they are dispersed. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



March 31, 2008 



